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Commissioner for Patents 
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Alexandria, VA 22313-1450 



PETITION TO WITHDRAW HOLDING OF ABANDONMENT 
UNDER 37 CF.R. 1.181(a) 

Dear Sir: 

This petition is in response to a "Notice of Abandonment" mailed on June 23, 2004, in 
the above-identified patent application. Applicant respectfully petitions that the holding of 
abandonment be withdrawn. 

The "Notice of Abandonment" states that the application is abandoned in view of 
Applicant's failure to timely file a proper reply to the Office letter mailed on November 14, 
2003. 

The undersigned hereby states that a proper reply to the Office Action mailed on 
November 14, 2003, was timely filed by Express Mail on May 14, 2004. See Attachment A. 
The customer receipt of the Express Mail label for the reply to the Office Action shows that the 
Express Mail package was given a "date in" of May 14, 2004. See Attachment B. A "Request 
for Extension of Time Pursuant To 37 CFR 1.136(a)" for a three-month extension of time to 
extend the time for reply to May 14, 2004, and the appropriate fee of $950.00, were filed 
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concurrently with the reply to the Office Action. See Attachment C. A return postcard for the 
reply to the Office Action was date-stamped by the U.S. Patent and Trademark Office as having 
been received on May 14, 2004. See Attachment D. Accordingly, Applicant respectfully 
submits that the reply to the Office Action was timely filed and that the reply to the Office 
Action was received by the U.S. Patent and Trademark Office. 

Applicant respectfully submits that the "Amendment and Response Pursuant to 37 CFR § 
1.111" filed on May 14, 2004, is fully responsive to the Office Action. See Attachment A. 
Therefore, Applicant respectfully submits that the reply to the Office Action was proper. 

Accordingly, Applicant respectfully petitions that the holding of abandonment be 
withdrawn and that the reply to the Office Action filed on May 14, 2004, be considered. 
Applicant beheves that no petition fee is required; however, please charge Account No. 16-1435 
if a fee is due. The Office is respectfully invited to contact J. Michael Boggs at (336) 747-7536, 
to discuss any matter relating to this application. , 

Respectfully submitted, 



Kilpatrick Stockton LLP 
1001 West Fourth Street 
Winston-Salem, NC 27101 
(336) 747-7536 
(336) 734-2632 (facsimile) 
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AMENDMENT AND RESPONSE PURSUANT TO 37 CFR S 1.111 

Dear Sir: 

AMENDMENTS 

This Amendment is being filed in response to an Official Action mailed November 14, 
2003, in the above-identified application. Please amend the above-identified application as 
follows. 

Amendments to the Claims are reflected in the listing of claims which begins on page 2 
of this paper. 

Remarks begin on page 9 of this paper. 
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LISTING OF CLAIMS 

This listing of claims will replace all prior versions, and listings, of claims in this 
application: 

1 . (Currently Amended) A shoe for determining a proper numerical shoe size for a person's 
foot, the foot having a heel with a rear margin and toes with a forward margin, comprising: 

an outsole having a heel portion, a forward portion, a length, and a width; 
a heel placement indicator positioned on the heel portion; and 

a plurality of shoe size indicators located on at least a portion of the width of the forward 
portion, each of the plurality of shoe size indicators located a distance from the heel placement 
indicator along the length of the outsole corresponding to a different numerical shoe size and 
labeled with the corresponding numerical shoe size; 

wherein the shoe sizes corresponding to the plurality of shoe size indicators comprise a 
range of standardized shoe sizes that approximate a size of the shoe , and 

wherein when the rear margin of the person's heel is aligned with the heel placement 
indicator, the numerical shoe size immediately beyond the end of the forward margin on the 
person's toes indicates the proper numerical shoe size for the person's foot. 

2. (Previously Amended) The shoe of claim 1, the shoe further comprising a heel portion 
inside the shoe, wherein the heel placement indicator is positioned on the outsole heel portion in 
alignment with the inside heel portion. 

3. (Original) The shoe of claim 1 , wherein each of the plurality of shoe size indicators 
further comprises a line located across at least a portion of the width of the outsole forward 
portion. 

4. (Previously Amended) The shoe of claim 1, wherein the heel placement indicator and the 
plurality of shoe size indicators are molded into the outsole. 
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5. (Original) The shoe of claim 1, wherein the heel placement indicator and the 
plurality of shoe size indicators are printed onto the outsole. 

6. (Canceled) 

7. (Previously Amended) The shoe of claim 1, further comprising a left shoe or a right shoe. 

8. (Original) The shoe of claim 1, further comprising a transparent material overlaying 
the outsole wherein the heel placement indicator and the plurality of shoe size indicators can be 
seen through the material. 

9. (Previously Amended) The shoe of claim 1, wherein the plurality of shoe size indicators 
comprises standardized shoe sizes. 

10. (Previously Amended) The shoe of claim 9, wherein the standardized shoe sizes comprise 
lengths and widths suitable for males or females. 

1 1 . (Previously Amended) The shoe of claim 1 0, the outsole further comprising images of (a) 
stuffed animals, toys, and stars, (b) numbers, letters of the alphabet, and geometric figures, (c) 
flowers, (d) sports characters, or (e) geometric patterns thereon. 

12. (Currently Amended) A shoe for determining a proper numerical shoe size, comprising: 

an outsole having a heel portion, a forward portion, a length, and a width; 
a heel placement indicator positioned on the heel portion in alignment with a heel portion 
inside the shoe; and 

a plurality of shoe size indicator lines located across at least a portion of the width of the 
forward portion, each of the plurality of shoe size indicator lines located a distance from the heel 
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placement indicator along the length of the outsole corresponding to a different numerical shoe 
size and labeled with the corresponding numerical shoe size; 

wherein the shoe sizes corresponding to the plurality of shoe size indicator lines comprise 
a range of standardized shoe sizes and lengths and widths suitable for males or females toddlers, 
pre-schoolers, girls, boys, women, or men . 

13. (Original) The shoe of claim 12, further comprising a transparent material overlaying 
the outsole wherein the heel placement indicator and the plurality of shoe size indicator lines can 
be seen through the material. 

14. (Currently Amended) A shoe size indication system for determining a proper numerical 
shoe size for a person's foot, the foot having a heel with a rear margin and toes with a forward 
margin, comprising: 

an outsole having a heel portion, a forward portion, a length, and a width; 

a heel placement indicator positioned on the heel portion; and 

a plurality of shoe size indicators located on at least a portion of the outsole forward 
portion, each of the plurality of shoe size indicators located a distance from the heel placement 
indicator along the length of the outsole corresponding to a different numerical shoe size and 
labeled with the corresponding numerical shoe size; 

wherein the shoe sizes corresponding to the plurality of shoe size indicators comprise a 
range of standardized shoe sizes that approximate a size of a shoe , and 

wherein when the rear margin of the heel of the person's foot is ahgned with the heel 
placement indicator and the person's toes are positioned to overlap the plurality of shoe size 
indicators, the numerical shoe size indicator immediately beyond the end of the person's toe 
forward margin indicates the proper numerical shoe size for the person's foot. 

15. (Previously Amended) The shoe size indication system of claim 14, the shoe further 
comprising a heel portion inside the shoe, wherein the heel placement indicator is positioned on 
the outsole heel portion in alignment with the inside heel portion. 
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16. (Original) The shoe size indication system of claim 14, wherein each of the plurality 
of shoe size indicators further comprises a line located across at least a portion of the width of 
the outsole forward portion. 

17. (Previously Amended) The shoe size indication system of claim 14, wherein the heel 
placement indicator and the plurality of shoe size indicators are molded into the outsole. 

18. (Original) The shoe size indication system of claim 14, wherein the heel placement 
indicator and the pluraHty of shoe size indicators are printed onto the outsole. 

19. (Canceled) 

20. (Original) The shoe size indication system of claim 14, wherein the heel placement indicator 
and the plurality of shoe size indicators are placed on each of a left shoe or and a right shoe of a 
pair of shoes. 

21. (Original) The shoe size indication system of claim 14, further comprising a 
transparent material overlaying the outsole wherein the heel placement indicator and the plurality 
of shoe size indicators can be seen through the material. 

22. (Previously Amended) The shoe size indication. system of claim 14, wherein the plurality 
of shoe size indicators comprises standardized shoe sizes. 

23. (Previously Amended) The shoe size indication system of claim 22, wherein the 
standardized shoe sizes comprise lengths and widths suitable for males or females. 



o 



U.S. Serial No. 09/920,707 
1.111 Amendment and Response 
Page 6 of 14 

24. (Previously Amended) The shoe size indication system of claim 23, the outsole further 
comprising images of (a) stuffed animals, toys, and stars, (b) numbers, letters of the alphabet, 
and geometric figures, (c) flowers, (d) sports characters, or (e) geometric patterns thereon. 

25. (Currently Amended) A shoe size indication system for determining a proper numerical 
shoe size for a person's foot, comprising: 

an outsole having a heel portion, a forward portion, a length, and a width; 
a heel placement indicator positioned on the heel portion in alignment with a heel portion 
inside the shoe; and 

a plurality of shoe size indicator lines located across at least a portion of the width of the 
forward portion, each of the plurality of shoe size indicator lines located a distance from the heel 
placement indicator along the length of the outsole corresponding to a different numerical shoe 
size and labeled with the corresponding numerical shoe size; 

wherein when the heel of the person's foot is aligned with the heel placement indicator 
and the person's toes are positioned to overlap the plurality of shoe size indicators, the shoe size 
indicator immediately beyond the end of the person's longest toe indicates the proper numerical 
shoe size for the person's foot; 

wherein the heel placement indicator and the plurality of shoe size indicator lines are 
placed on each of a left shoe and a right shoe of a pair of shoes; and 

wherein the shoe sizes corresponding to the plurality of shoe size indicator lines comprise 
a range of standardized shoe sizes and lengths and widths suitable for males or females toddlers, 
pre-schoolers, girls, boys, women, or men . 

26. (Original) The shoe size indication system of claim 25, further comprising a 
transparent material overlaying the outsole wherein the heel placement indicator and the plurality 
of shoe size indicator lines can be seen through the material. 
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27. (Currently Amended) A method for determining a proper numerical shoe size for a 
person's foot, the person's foot having a heel with a rear margin and toes with a forward margin, 
comprising: 

providing a shoe comprising an outsole having a heel portion, a forward portion, a length, 
and a width, a heel placement indicator positioned on the heel portion, and a plurahty of shoe 
size indicators located on at least a portion of the outsole forward portion, each of the plurality of 
shoe size indicators located a distance from the heel placement indicator along the length of the 
outsole corresponding to a different numerical shoe size and labeled with the corresponding 
numerical shoe size, the shoe sizes corresponding to the plurality of shoe size indicators 
comprising a range of standardized shoe sizes that approximate a size of the shoe : 

aUgning the rear margin of the person's heel with the heel placement indicator; 

positioning the person's toes to overlap the plurality of shoe size indicators; and 

observing the location of the forward margin of the person's toes on the plurality of shoe 
size indicators; 

wherein the shoe size indicator immediately beyond the end of the forward margin of the 
person's toes indicates the proper numerical shoe size for the person's foot. 

28. (Previously Amended) The method for determining a proper size shoe for a person's foot 
of claim 27, the shoe further comprising a heel portion inside the shoe, wherein the heel 
placement indicator is positioned on the outsole heel portion in alignment with the inside heel 
portion. 

29. (Original) The method for determining a proper size shoe for a person's foot of claim 
27, wherein each of the plurality of shoe size indicators further comprises a line located across at 
least a portion of the width of the outsole forward portion. 

30. (Canceled) 
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31. (Original) The method for determining a proper size shoe for a person's foot of claim 
27, further comprising a transparent material overlaying the outsole wherein the heel placement 
indicator and the plurality of shoe size indicators can be seen through the material. 

32. (Previously Amended) The method for determining a proper size shoe for a person's foot 
of claim 27, v^herein the plurality of shoe size indicators comprises standardized shoe sizes. 

33. (Previously Amended) The method for determining a proper size shoe for a person's foot 
of claim 32, wherein the standardized shoe sizes comprise lengths and widths suitable for males 
or females. 

34. (Currently Amended) A method for determining a proper numerical shoe size for a 
person's foot, the person's foot having a heel with a rear margin and toes with a forward margin, 
comprising: 

providing a shoe comprising an outsole having a heel portion, a forward portion, a length, 
and a width, a heel placement indicator positioned on the heel portion in alignment with a heel 
portion inside the shoe, and a plurality of shoe size indicator lines located on at least a portion of 
the outsole forward portion, each of the plurahty of shoe size indicator lines located a distance 
from the heel placement indicator along the length of the outsole corresponding to a different 
numerical shoe size and labeled with the corresponding numerical shoe size, the shoe sizes 
corresponding to the plurality of shoe size indicator lines further comprising a range of 
standardized shoe sizes and lengths and widths suitable for mal e s or females toddlers, pre- 
schoolers, girls, boys, women, or men ; 

aligning the rear margin of the person's heel with the heel placement indicator; 

positioning the person's toes to overlap the plurality of shoe size indicators; and 

observing the location of the forward margin of the person's toes on the plurality of shoe 
size indicators; 

wherein the shoe size indicator immediately beyond the end of the forward margin of the 
person's toes indicates the proper numerical shoe size for the person's foot. 
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REMARKS 

The following remarks are submitted to address the above amendments and issues raised 
in the Official Action mailed November 14, 2003. 

A Request for Extension of Time for three months, extending the time in which to 
respond to this Official Action to May 14, 2003, along with the appropriate fee, is submitted 
herewith. 

Upon entry of the foregoing amendments, claims 1-5, 7-18, 20-29, and 31-34 are pending 
in this application. Claims 1-5, 7, 9-12, 14-18, 20, 22-25, 27-29, and 32-34 stand rejected under 
35 U.S.C. § 103(a) as being unpatentable over Berger (U.S. Patent No. 5,084,988). Claims 8, 13, 
21, 26, and 31 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over Berger in view 
of either Rosen (U.S. Patent No. 4,931,773) or Sigoloff (U.S. Patent No. 4,712,314). 

These amendments are made merely to clarify the subject matter of this application. No 
new matter has been added. Support for requested amendments can be found in the original 
claims and throughout the present specification and drawings. Applicant respectfully requests 
consideration of the application in light of the above amendments and the following remarks. 

Summary of Interview 

Applicant thanks Examiner Marie D. Patterson for her telephone interview with the 
undersigned on May 1 1 , 2004, in which features of the claims were discussed. Particular aspects 
of the present invention discussed include the lack of a transparent outsole in the claims as 
disclosed by Berger, a heel placement indicator positioned on the outsole in alignment with the 
inside heel portion, and a range of shoe sizes for determining a numerical shoe size as disclosed 
in the present specification and drawings. 
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Claims 1-5. 7. 9-12. 14-18, 20, 22-25, 27-29, and 32-34—35 USC S 103(a) 

The rejections of claims 1-5, 7, 9-12, 14-18, 20, 22-25, 27-29, and 32-34 under 35 U.S.C. 
§ 103(a) as being unpatentable over Berger are respectfully traversed. 

Claims 1,14, and 27, as amended, claim a shoe for determining a proper numerical shoe 
size for a person's foot, a shoe size indication system, and a method for determining a proper 
numerical shoe size for a person's foot in which "the shoe sizes corresponding to the plurality of 
shoe size indicators comprise a range of standardized shoe sizes that approximate a size of the 
shoe'' (Claims 1, 14, and 27, emphasis added.) Claims 12, 25, and 34, as amended, claim a 
shoe for determining a proper numerical shoe size for a person's foot, a shoe size indication 
system, and a method for determining a proper numerical shoe size for a person's foot in which 
"the shoe sizes corresponding to the plurality of shoe size indicator lines comprise a range of 
standardized shoe sizes and lengths and widths suitable for toddlers, pre-schoolers, girls, boys, 
women, or men'' (Claims 12, 25, and 34, emphasis added.) 

The Official Action states that Berger shows shoe soles and methods of using shoe soles 
having a heel indicator and a plurality of calibrated lines with indicia comprising calibrated 
numbers and/or lines substantially as claimed except for the exact indicia, that standard shoe 
sizes are a type of well known and conventional calibrated marking, and that it would have been 
obvious to use any calibrated markings, including the well known and conventional shoe size 
calibrated markings, for the calibrated indicia on the shoe sole and in the method of Berger to 
allow the user to easily locate a shoe in the right shoe size range. (Official Action, para. 2.) 

Berger discloses a shoe having a front transparent area within the outsole with calibrated 
markings, such as lines and/or numbers, that form a warning zone for indicating that a shoe has 
become too small. The shoe can also have a rear transparent area within the outsole through 
which heel location can be observed. The markings allow monitoring of the distance of the toe 
tips from the upper tip to see whether the shoe has become too small. (Berger, col. 1, line 38 - 
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col. 2, line 4; col. 3, lines 1-11.) A nontransparent edge in the front sole area can be used for 
calibration or marking of the "correct shoe size" by observing whether toe tips are present in the 
transparent area or grown into the nontransparent area. (Berger, col. 3, Unes 62-68.) 

"To establish a prima facie case of obviousness of a claimed invention, all the claim 
Umitations must be taught or suggested by the prior art." (MPEP § 2143.03.) Nowhere does 
Berger disclose ""a range of standardized shoe sizes that approximate a size of the shoe'\ as in 
claims 1,14, and 27 of the present invention. Nowhere does Berger disclose "a range of 
standardized shoe sizes . . . suitable for toddlers, pre-schoolers, girls, boys, women, or men'\ as 
in claims 12, 25, and 34 of the present invention, hi contrast, Berger discloses a shoe having a 
front transparent area within the outsole with caHbrated markings, such as lines and/or numbers, 
that form a warning zone for indicating that a shoe has become too small. As a result, Berger 
fails to disclose all the claim limitations of claims 1,12, 14, 25, 27, and 34 of the present 
invention. Therefore, Applicant respectfully submits that claims 1, 12, 14, 25, 27, and 34 are not 
obvious in view of Berger. Claims 2-5, 7, 9-11, 15-18, 20, 22-24, 28-29, and 32-33 depend from 
claims 1, 12, 14, 25, and 27, and are therefore also not obvious in view of Berger. 

"The teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must both be found in the prior art, and not based on applicant's 
disclosure." (MPEP § 2142.) Applicant respectfully submits that there is no suggestion or 
motivation in Berger to modify its teachings to achieve "a range of standardized shoe sizes that 
approximate a size of the shoe'\ as in claims 1,14, and 27 of the present invention, or "a range 
of standardized shoe sizes . . . suitable for toddlers, pre-schoolers, girls, boys, women, or men'\ 
as m claims 12, 25, and 34 of the present invention. The present invention provides for 
determining the proper numerical shoe size for a person's foot that includes utilizing a range of 
standardized shoe sizes, including half sizes, as shown in Figs. 1-8, and in the shoe size tables on 
pages 1 1-13 of the present specification. Such a range can include a range of standardized shoe 
sizes for a particular age group, for example, toddlers, pre-schoolers, girls, boys, women, or men. 
(Present specification, page 15, line 20 - page 16, line 23.) In contrast, Berger teaches a warning 
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zone for indicating that a shoe has become too small, without respect to a particular shoe size or 
range of shoe sizes. Therefore, Applicant respectfully submits that Applicant's invention as 
claimed would not have been obvious to one having ordinary skill in the art with respect to 
Berger. 

The Official Action states Berger shows features of the present invention substantially as 
claimed except for the exact indicia, and that claims are allowed only where they define either 
new features of structure or new relations of printed matter to structure, which new features or 
new relations give rise to some new and useful function, effect, or result. (Official Action, para. 
2.) AppUcant respectfully submits that shoe size indicators and a range of standardized shoe 
sizes as claimed in the present invention provide a structure on the outsole of a shoe that 
advantageously allows determination of a proper numerical shoe size for a person's foot. 
Accordingly, the claims of the present invention define new features of structure or new relations 
of printed matter to structure that give rise to a new and useful function and result. Therefore, 
Applicant respectfully submits that the claims of the present invention should be allowed. 

For all of these reasons, the Office is respectfully requested to withdraw the rejections of 
claims 1-5, 7, 9-12, 14-18, 20, 22-25, 27-29, and 32-34 under 35 USC § 103(a). 

Ciaims 8, 13. 21. 26. and 31—35 USC S 103(al 

The rejections of claims 8, 13, 21, 26, and 31 under 35 U.S.C. § 103(a) as being 

unpatentable over Berger in view of either Rosen or Sigoloff are respectfully traversed. 

The Official Action states that Berger, as modified/discussed in the Official Action, 
shows a shoe sole and method of using such substantially as claimed except for providing a 
transparent layer over the bottom of the outsole, that Rosen or Sigoloff teaches providing a 
transparent layer on an outsole over an area of indicia, and that it would have been obvious to 
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provide a transparent layer as taught by Rosen or Sigoloff in the shoes and method of Berger to 
increase the durability and to make the indicia easier to read after the shoes have been worn. 
(Official Action, para. 3.) 

As discussed herein, Applicant respectfully submits that Berger fails to disclose all the 
claim limitations of claims 1, 12, 14, 25, 27, and 34 of the present invention, as amended, and is 
therefore deficient as a reference with respect to these independent claims. Claims 8, 13, 21, 26, 
and 31 depend from claims 1, 12, 14, 25, and 27, and are therefore also not obvious in view of 
Berger. Neither Rosen or Sigoloff cure the deficiencies of Berger as a reference by teaching or 
suggesting ''a range of standardized shoe sizes that approximate a size of the shoe'\ as in claims 
1,14, and 27, or "a range of standardized shoe sizes . . . suitable for toddlers, pre-schoolers, 
girls, boys, women, or men'\ as in claims 12, 25, and 34. Thus, AppHcant respectfully submits 
that claims 8, 13, 21, 26, and 31 are not obvious over Berger in view of either Rosen or Sigoloff 

For all of these reasons, the Office is respectfully requested to withdraw the rejections of 
claims 8, 13, 21, 26, and 31 under 35 USC § 103(a). 

CONCLUSION 

Applicant submits that a full and complete response has been made herein to the Official 
Action and, as such, all pending claims in this application are now in condition for allowance. 
Therefore, Applicant respectfully requests early consideration of the present application, entry of 

all amendments herein requested, withdrawal of all rejections, and allowance of all pending 
claims. 



) 
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The Office is respectfully invited to contact J. Michael Boggs at (336) 747-7536, to 
discuss any matter relating to this application. 



Kilpatrick Stockton LLP 
1001 West Fourth Street 
Winston-Salem, NC 27101 
(336) 747-7536 
(336) 734-2632 (facsimile) 



RespectfiiUy submitted. 



Date 
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